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Examiner 

[ Claire M. Kaufman 

The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 



Applicant(s) 

WANG, TONGWEN 




Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" E i? 8n ^S n ® ^ may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" !l !5S Peri - 0t l l° r rep '. y specified above is ,ess than thirtv ( 3 °) da y s > a re P'y within the statutory minimum of thirty (30) days will be considered timelv 

- \f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communications) filed on 22 September 2003 . 
2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G, 213. 

Disposition of Claims 

4) IEl Claim(s) 1^43 is/are pending in the application. 

4a) Of the above claim(s) 1-6 and 8-43 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) [EI Claim(s) 7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) [X] Claim(s) 1-43 are subject to restriction and/or election requirement. 
Application Papers 

9) (3 The specification is objected to by the Examiner. 

1 QM The drawing(s) filed on 10 August 2001 is/are: a)E3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 119(a)-(d) or (f) 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) [3 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 

3) S Information Disclosure State ment(s) (PTO-1449) Paper No(s) 11/02.6/02 . 6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 
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DETAILED ACTION 

The preliminary amendment filed 8/10/01 has been entered. 

Election/Restrictions 
Applicant's election of Group 22, SEQ ID NO: 3 and 5 of claim 7 in the paper filed 
9/22/03 is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an election 
without traverse (MPEP § 818.03(a)). 

Specification 

The disclosure is objected to for the following error in the description of the drawings: 
Figures are not properly identified in the specification. Figures appearing in more than one panel 
must be identified as such in The Brief Description of the Drawings. For example, if the 
drawings show Figures 1A, IB, and 1C and the Brief Description of the drawings refers only to 
Figure 1, this is an error in the specification which must be corrected (MPEP 601.01(g)). See 
Figures 23-32. 

Claim Objections 

Claim 7 is objected to for depending from and including non-elected inventions. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claim 7 is rejected under 35 U.S.C. 102(e) as being anticipated by Brenner et al. (US 
Patent 6,063,906). 
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Brenner et al. teach an antibody that binds SEQ ID NO :24 (see claims 1 and 19). SEQ 
ID NO:24 is EDEEEEEEEEEE (12 amino acids long). SEQ ID NO:3 of the instant application 
has a fragment from amino acid 385-392 and SEQ ID NO:5 from amino acid 243-25 1 (8 amino 
acids long) which is identical to the first 8 amino acids of SEQ ID NO:24 of Brenner. Due to the 
small size of the fragment and high identity with the Brenner peptide, one of ordinary skill in the 
art would reasonably expect the patented antibody that binds SEQ ID NO: 24 of Brenner to also 
bind SEQ ID NO: 3 or 5 of the instant application in the corresponding region absent evidence to 
the contrary. 

Art 

The art made of record and not relied upon is considered pertinent to applicant's 
disclosure. WO 2000/47102 is the published application of Applicant's priority 
PCT/US00/0356 1 . The inventor is an author on a later published journal article (BMC Cell 
Biology 3:15, 2002, not available as prior art) describing the instant invention and further 
findings. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Claire M. Kaufman, whose telephone number is (703) 305-5791 
(changing to (571)272-0873 on 01/23/04). Dr. Kaufman can generally be reached Monday 
through Thursday from 8:30AM to 12:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler, can be reached at (703) 308-6564 (changing to (571)272-0871 on 
01/23/04). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196, 

Official papers filed by fax should be directed to (703) 872-9306. NOTE: If applicant 
does submit a paper by fax, the original signed copy should be retained by the applicant or 



Application/Control Number: 09/927,738 



Art Unit: 1646 



Page 4 



applicant's representative. NO DUPLICATE COPIES SHOULD BE SUBMITTED so as to 
avoid the processing of duplicate papers in the Office. 

Claire M. Kaufman, Ph.D. 

Patent Examiner, Art Unit 1 646 
December 4, 2003 



